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fat 



tion of that 
1 its superi< 



becomes highly persuasive. We find the prima 
facie obviousness lo have been overcome. 

The decision of the board as to ail claims is 
reversed, 
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Particular patents— Tuner 

Reynolds, Continuously Adjustable UHF 
Tuner, claims 1.5 to 18 of application al- 
lowed, claims 9 to 14 refused. 



Court of Customs and Patent Appeals 

In re Reynolds 
No. 8526 Decided June 10, 1971 

PATENTS 

I. Drawings — In general (§34.1) 

drawings 



Drawings — Disclosure : 
only {§34.3} 



Although patent drawing does not have to 
be to any particular scale, "a person attempt- 
ing to construct device following applicant's 
disclosure would have to distort significantly 
the relationships shown in drawing in order 
not to produce a device which would inher- 
ently perform recited function; in view of 
unusual shape of one part and eccentric 
mounting of another part, a person skilled in 
the art would suspect that there was some 
reason for relationships shown in drawing 
and would not regard such disclosure as ac- 
cidental or arbitrary; drawing is sufficient 
disclosure to support claims. 

2. Amendments to patent application — 
in general (§13.1) 



Specification — Sufficiency of dis 
sure (§62.7) 

Questr 



.-lo- 



il whether applicant's device 
in as intended without means 
and Junction of claim is not determinative 
since, by disclosing device that inherently 
performs function, applicant necessarily dis- 
closed function; application may later be a- 
mended to recite function. 

3. Construction of specification and 
claims — Interference counts — 
Reference to source specification 

(§22.507) 



Appeal from Board of App 
ent Office. 

Application for patent of \ 
nolds, Serial No. 
Patent Office Gi 
lectins; claims ? 
Affirmed as to c 



f the Pat- 

atent of Wayne H. Rev- 
3,281 , filed Feb. 7, 1964: 
) 215. From decision re- 
applicant appeals. 



?rsed : 



Chicago, 111. 
, Washington, D. C, 
Chicago, ill., of 



On 



appeal In 



Office does i 
e ambiguous: 



rejection for insufficient 
s copied for interference 
tent, court need not to n- 
laims originated 



take the 



Cornelius J. O'Co 

(Homer R. Montag 

and John J. Pederson 

counsel) for appellant. 
v U'. (Fred W Sherum, of 

counsel,! lor ( Commissioner of Patents. 

Before Rich, Almond, Baldwin, and Lane, 
Associate Judges, and Landis, Judged 
United States Customs Court, sitting by 
designation. 

Lane, judge. 

This appeal is from the decision of the Pat- 
ent Office Board of Appeals affirming the 
rejection of claims 9-18, all the claims re- 
maining in appellant's application serial No 
343,281, filed February 7, 1964, for "Contin- 
uously Adjustable UHF Tuner, 1 ' 

Appellant's application discloses a toner 
for use in I he UHF range (470 to 890 mega- 
cycles). The invention claimed is most readily 
understood by reference to the application 
drawing, which we reproduce in full on page 



Referring to Fig. 1. the tuner there disclosed 
consists of two p-es. tin i m lc Hand 
an oscillator stage 15. Each stage is in the 
form of a tunable coaxial transmission line, 
with" the inductors 22, 32, 42 forming the in- 
conductors and the chassis compartment 



walls 
-■af?e i 



orming the 
tunable by v 



planar extensions 
tors 22, 32, 42. ' 
36, which are co 
ing shaft 17, arc n 
and plates 46 ate 
in Fig. 3. Each c 
bendabie tab port 
tion of which is 
whatever 



4, 34, 
n-respo 
table p 



iablc c 



latcs 26 ; 



ductivt . 
uiti-sioitcd as seen in Fig, 2 
single-slotted at 47, as seen 
' the rotatabie plates has a 
on 26', 36', 46', the func- 
o permit establishment of 
n capacitance is necessary 




to tune the stage to the highest-frequency 
channel in the UHF band The slot in each of 
plates 46 is to permit bending of the major 
portion of those plates to tune to the lowest- 
frequency channel in the band. The other 
slots in plates 26 and 36 arc to permit bending 



of the various leaves of those plates so that the 
preselector stages will "track" the oscillator 
frequency over the entire band, i.e.. the res- 
onant frequency of each preselector stage is 
adjusted at each channel so that it is always 
displaced bv 40 megacycles from the fre- 



In re Reynolds 



quency of the oscillator for proper mixing 
in coupling loop 38. 

The Obviousness Rejection 

^ Claims 9-14 were rejected ("or obviousness. 
Claim 9, with additional paragraphing, let- 
ters, and numerals supplied, is as follows; 

9. A continuously adjustable UHF tuner 
comprising; 

(A) a housing having transversely dis- 
posed conductive walls defining a plurality 
of compartments: 

(B) a control shaft extending through 
said compartments and rotatablv supported 
by said walls; 

(C) a plurality of tunable frequency 
selector circuits individually included 
within an assigned one of said compart- 
ments, each of said selectors comprising 

(1) a multi-turn inductor spaced from the 
walls of its compartment to constitute 
therewith a transmission line section 
having an electrical length approximately 
equal to one-quarter wavelength at the 
high frequency end of its tuning band 

and 

(2) an adjustable capacitor for tuning 
said selector over a band equal in width to 
the UHF band, said adjustable capacitor 
having 

f \ t ( SUM, < J 11 t-r I < 1 Ul t,, 

and having 

(b) a movable electrode secured to said: 
shaft for movement from a first position in 
which said capacitor exhibits minimum 
capacitance to tunc said selector to the high 
frequency end of hs tuning range to a sec- 
ond position in which said capacitor exhib- 
its maximum capacitance to tune said selec- 
tor to the low frequency end of said tuning 
range, and said movable electrode havmrc 

0) a principal body portion 

and further having 

(ii) another portion which is located at 
one end of and is trai.sverseh ad h„ >!< 
relative to said principal body portion and 
constitutes the predominant tuning adjust- 
ment for establishing said high frequency 
end of said tuning range. 

Claims 10-13 depend directly from claim 9. 
t u n ji id rht ie i itn <i.at c«h u 
tor has two movable electrodes: claim 1 1 re- 
cites that the rotatable electrode has a third 
portion, located at the opposite end of the 
principal portion, which iV adjustable to es- 
tablish the iow-frequeney (maximum capaci- 
tance) end of the turn i n 12 recites 
that the transmission line sect Ions of the selee- 
tots have essentialh the same p ^ J dimen- 
sions and that the stationary and movable 
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electrodes are essenti 
configuration; claim 
tionary electrode is ; 
inductor and is dispc 
from the inductor ; 
from claim 33 and a 
wall of the housing h 
coupling be! ween the 
The 



y the s 



. the 



md 



13 recites 

planar extension of the 
sed parallel to and offset 
xis. Claim 14 depends 
ids the limitation that a 
as an aperture to provide 
;en the selector stages, 
stand rejected as unpatentable 
over Carlson ' in view of Giacoletto f : * 
Reiches 3 and Eland. 4 

Carlson discloses a VHF-UHF tuner 
having two selector stages, each including a 
capacitively loaded \; , n hl ioM, hrt 
lor tuning through the UHF band. Appellant 
correctly points out that Carlson does not dis- 
close the inductor and capacitor structures 
recited in appellant's claims. As to the capaci- 
tor, Carlson states only that it has fixed and 
rotatable sets of piaies, with one set being 
mounted on the chassis and the other set con- 
nected to the central conductor of the trans- 
mission line. Appellant concedes that the 
broad idea ol a compartmented chassis in 
which are formed tunable transmission line 
as I UK selector stages >s old and re- 
n the structural details 



lies for patenlabi 
recited in the ci; 

Giacoletto 
high-frequency 
plate; 



oses a compartmented 
r in which the rotatable 
slotted to permit tuning 



'eaves thus formed 
ed as being intended to 
establish The principal 
h-frequency end of the 



adjustments. None of thi 
on the plates is dis 
permit adjustment 
capacitance at the 
band. 

Reiches and Eland each discloses the use of 
multi-turn inductors and capacitors having 
slotted, adjustable rotor plates. In each of 
these two patents, however, separate trimmer 
capacitors arc used to establish the principal 
capacitance at the high and low frequency 
ends of the band. 

Appellant's principal argument is that his 
claimed tuner eliminates the need for separate 
trimmer capacitors by providing bendable 
tabs on the rotor plates for this purpose. We 
are not persuaded by this argument. Given 
the bendable tuning plates of Giacoletto. we 
see no reason why one skilled in the art would 
not use an end leaf of Giacoletto's capacitor 
for the same purpose as appellant's "other 
portion at one end of" the principal body por- 
tion of the rotor plate if he wished to give up 
the advantages of separate trimmer capaci- 



1 U S. Patent 3,2 



Dec, 4, 1962. 

2 U S. Paten' 2.858.440 On 28. ] 058 
■MJ. S. Paten- 2.8 ! 9.30 1 . jar; 7. 1958. 
' L. S. Patent 3,1 HI .069. April 27, 1 
June 22, 1960. 



1066, filed 
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tors We agree with the examiner that a sepa- 
rate trimmer capacitor permits finer adjust- 
ment of minimum capacitance, especially if, 
as in Eland, it is adjustable by turning screws 
from outside the chassis after assembly. 

We find the examiners position on ob- 
viousness to be sound, and the board's deci- 
sion on claims 9-14 is accordingly affirmed. 

The Rejection for Lack of Support 

Claims lb -18 are drawn to a variable ca- 
pacitor per se and were copied for interference 
purposes from a patent to Schatter et af- 
These claims are not rejected on art but foi 
insufficient disclosure, under the fir-! para- 
graph of 35 LI S.C. \\2. 

Claim 15, with the limitation in issue em- 
phasized, reads: 

15. A variable capacitor comprising two 
cooperating capacitor plates mounted for 
movement >t tect to each other be- 

< tin i ipacitor is at a minimum and , 
ond posiaor v hen in th capitam ol h< 
capacitor is at a maximum, one of said ca- 
pacitor plates having a main pan and an 
auxiliary part, only said auxiliary part of 
said one capacitor' plate being opposite the 
other- r > said < t > n t. r piares urn <h ca- 
pacitor is in said first position thereof, said 
auxiliary part of said one capacitor plate 
being adjustable toward and away from 
said other capacitor plate, thereby to allow 
the m i in urn capacitana I cap/u > 
to be adjusted, said auxiliary part of said 
one capacitor plate being not opposite <aici 
oil er if i! plate wh« thi pa. ?,i 
in its second position, said capacitor further 
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comprising means for preventing an abrupt 
' 1 ~" ?( 111 5 U ( hare ' I 
the capacitor at the point where said auxil- 
iary-part of said one capacitor plate ceases 
to. be oppoi He said other capacitor plate. 
Claims 16-18 present no additional issues 
and need riot be discussed here. 

T he examiner was of the view that appel- 
lant's application when filed contained no 
disclosure supporting the emphasized limita- 
tion. Appellant admitted that there was no 
express teaching in his specification of a struc- 
ture for preventing abrupt change of capaci- 
tance as the auxiliary parts, i.e , tabs 26',' 36', 
46', departed from confronting relationship 
with the stationary plates 24, 34, 44. Neither 
( ny mention n tl c specifii iti ,1 ol the 
function recited in the portion of the claim in 

\"ig u n h 1 1 est 

ture therein shown would inherently perform 
the recited function. The examiner', while 
recognizing that the drawing can be used as 
disclosure in supporting claims, took the posi- 
tion that in order to perform the recited func- 
tion of preventing an abrupt change of capaci- 
tance tab 26' in Fig. 2 would have to "form 
an angle with plate 24 when portion 26' 
ceases to be opposite plate 24" as plate 26 is 
rotated clockwise toward the maximum ca- 
pacitance position. 

Appellant 3rgued that, as shown in Fig, 2, 
tab 26' would form an angle with the edge of 
plate 24 as the tab departed therefrom in 
clockwise rotation of plate 26. He illustrated 
his argument by presenting exhibit 1 with his 
amendment papers. We reproduce thai ex- 
hibit. 




EXHIBIT I 



5 U.S. Patent 3,292,060. Dec "3, f%6 
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parting from con! 
the plate We thin 



Fie * and o! exhibit I a; (ai s ht siz< con- 
nl . i n ,1 Ute - I t 17. 
plate 4.6, anc tab 26' are concerned. 

the examiner stated in his answer thai 
appellant's argument was "mere mnlecture 
unsupported by the origsnai disclosure." and 
noted that "appellant's" device will function 
forjne intended use.' i e., tuning through (he 
UHf band, "without the means and function 
of ciasm 15 and as such this claimed means is 
not inherent in the structure." The board 
stated that it was for, full accord with the po- 
sition o/ the examiner as expressed in his 
Answer on this ground of rejection." We are 



need at this point to consider the context in 
which they originated. 

For the foregoi g re sl is we conclude thai 
appcuants application as filed did support 
cia:ms 15-18, and the board's decision with 
respect to these claims is therefore reversed. 

Summary 

The decision of the board is affirmed as to 
claims 9-14 and reversed z% to claims 15-18. 



think appdj 



[ 1 3 First, u 
sition is "mere 
k 'Ppan 'i i i ,mt i Mr unt , j ; ? 
We reahze that a patent drawing does' not 
.'" u u> 10 particular scale. N evert he- 
! css ' '; ! P crso:i attempting u. construct a capac- 
itor following appellant's disclosure would 
'; avr ™. ""wort significantly the relationships 
snown in Fig. 2 m order not to produce a 
device which would inherently perform the 
' ' 1' . f tht unusual sh d pc 

plate ^ J and theecce .trie mourning of plate 
on shall fo, we think a person skilled in 
the art would suspect that there was some 
reason for tht relationships .shown in the 
d ™ >-fo id would n rep , U ci H i, r , 
as accidental or arbitrary 

Srcmd i ' ' ' . 

fievice would function as intended (continuous 
tnmn.g through the band) without the means 
and function of claim 15 is not determinative 
As was stated bv the conn in Teclmnon In 
struments Corp. v. Coleman instruments 
It 2 f Sup ( it (i USPQ 21 N' J > 
Jib i'foo,. art'd 38 5 F.2d 39 1 ']=.-, U-Pfo 
369(7thCir. 1967); l - 
Bv disclosing in a patent application a 
device that inherently performs a function 
operates according (o a th \ s j, 

advantage, a pate;:; apolieanf nce^oaP 
djs ' scs ,} ' lt function theorv or nt i 

'1 fo 1 : he says nothing concerning i 
1 be application may later be amended to 
recite the function, theory or advantage 
without introducing prohibited new mat- 
Id. at 640-41, 150 USPQ at 236. 
i [3] The Sen alter patent, from which 
claims 15-1.5 were copied, was no; included in 
the record before us. However, the Patent 
Ornce has not taken the view that the copied 
claims are ambiguous, and hence there is no 



Court of Customs and Patent Appeals 

Matsushita Electric Indlstrcal Co., 
Ltd. v . National Steel Construction Co. 

No. 852 7 Decided I one 1 0, 1 97 1 

TRADEMARKS 

C Identity and similarity — How deter- 
mined — In general (§67.4051) 

Even though mark may be "weak" sn 
sense oi being a common word in common 
use as a trademark, it is entitled to be pro- 
tected sufficiently to prevent confusion as to 
source irom arising; decision must be based 
on realistic appraisal of likelihood of purchas- 
ers or prospective purchasers beine confused 
as to source regardless of theoretical "weak- 
ness' of mark. 



Appeal from Trademark Trial and Appeal 
Board of the Patent Office, i : fo USPO 468 

Trademark cancellation Mr. 8 7=>T bv Na 
t.onal Steel Construct, on Co. against Mat- 
sushita Electric industrial Co. Ltd Regis- 
!i " o ; No 1 002 issued foi - < )M 
Registraiion No. 769.430. issued Mav V 
i9b4 and Registration No. 769,858. issued 

v? > 1,1 '""> Fr n, s,o, a is pM 

non.. registrant appeals. Affirmed. 

Donald A. Gardiner, Jr., and Smith 

MiCHACL, BraDFORP & GaKOEnFk horh 

o. Arlington. Va.. and W. Doogj.as Car.,.. 
ths rs, Jr.. and Carothers & Caro- 
thers, both of Patsbareh. Pa., for appel- 
lant. 

Orland M, Christensen, Gordon R. .San- 
born, and Christensen. Sanborn' & 
Matthews, ah of Seattle. Wash for 
appellee. 

Before Rich, Almond, Baldwin, and Lane 
i^uzte. judges: and Lanms. Judge. 
Lnited .Mates Customs Court, sitting bv 
designation. 



